GETTING THE THROUGH

Patents

in 37 jurisdictions worldwide

Contributing editor: Frank L Bernstein

3.
* 2N
rl

el O

—~
L ]

1ir:
a8
o

i liull IR
=it

= - Qi N

~
L

am| ]
el

26l Nk KRN 1=t DS |

2014

Published by
Getting the Deal Through
in association with:

Adams & Adams

Am Badar & Partners

Anand and Anand

Anderson Mori & Tomotsune
Barger, Piso & Partner

Bristows

Bufete Mejia & Asociados
Casalonga & Associés

CMS Cameron McKenna LLP
Delphi

df-mp

E Blum & Co AG

Estudio Colmenares & Asociados
Fabara & Compania Abogados
Formosa Transnational, Attorneys at Law
Hoet Pelaez Castillo & Duque
Hgiberg A/S

Kenyon & Kenyon LLP

Lee International IP & Law Group
Lilla, Huck, Otranto, Camargo Advogados
Liu, Shen & Associates

Malamis & Associates

Mikhailyuk, Sorokolat and Partners
Miller Thomson LLP

Moeller IP Advisors

OlarteMoure

One Legal LLC

Pepeljugoski Law Office

Pham & Associates

Raul César Ferreira (Herd) SA
Shelston IP

Societa Italiana Brevetti (SIB)
Strachan Partners

Studio Legale SIB

Thompson Associates

Uhthoff, Gomez Vega & Uhthoff, SC
Vasil Kisil & Partners

Vossius & Partner



CONTENTS

Patents 2014

Contributing editor:
Frank L Bernstein
Kenyon & Kenyon LLP

Getting the Deal Through is delighted to
publish the 11th edition of Patents, a
volume in our series of annual reports,
which provide international analysis in

key areas of law and policy for corporate
counsel, cross-border legal practitioners and
business people.

Following the format adopted throughout
the series, the same key questions are
answered by leading practitioners in each
of the 37 jurisdictions featured. New
jurisdictions this year include Canada,
Indonesia, Singapore, Sweden and Ukraine.

Every effort has been made to ensure

that matters of concern to readers are
covered. However, specific legal advice
should always be sought from experienced
local advisers. Getting the Deal Through
publications are updated annually in print.
Please ensure you are referring to the latest
print edition or to the online version at www.
gettingthedealthrough.com.

Getting the Deal Through gratefully
acknowledges the efforts of all the
contributors to this volume, who were
chosen for their recognised expertise. We
would also like to extend special thanks
to contributing editor Frank L Bernstein of
Kenyon & Kenyon LLP for his continued
assistance with this volume.

Getting the Deal Through
London
March 2014

Global Overview 3

China 54

Frank L Bernstein
Kenyon & Kenyon LLP

European Patent Convention 6

Jianyang (Eugene) Yu
Liu, Shen & Associates

Colombia 60

Elard Schenck zu Schweinsberg
Vossius & Partner

Carlos R Olarte and Andrés Rincén
OlarteMoure

FRAND 11 Denmark 66
Pat Treacy and Helen Hopson Claus Elmeros and Jens Viktor Ngrgaard
Bristows Hagiberg A/S

Angola 17 Ecuador 71

Patricia Rodrigues
Raul César Ferreira (Herd) SA

Argentina 21

Maria Rosa Fabara Vera
Fabara & Compania Abogados

France 78

Mariano Municoy
Moeller IP Advisors

Australia 28

Gérard Dossmann
Casalonga & Associés

Germany 84

Jack Redfern, Chris Bevitt, Mark Vincent
and Matthew Ward
Shelston IP

Austria 34

Oliver Schulz, Sandra Pohiman and
Rainer Friedrich
df-mp

Greece 92

Peter Israiloff
Barger, Piso & Partner

Brazil 42

Alkisti-lrene Malamis
Malamis & Associates

Honduras 98

Alexandre Domingues Serafim,

Lucas Garcia de Moura Gaviao and
Juliana Krueger Pela

Lilla, Huck, Otranto, Camargo Advogados

Canada 48

David Reive
Miller Thomson LLP

Ricardo Anibal Mejia M
Bufete Mejia & Asociados

India 104

Archana Shanker and Gitika Suri
Anand and Anand

Indonesia 115

Nadia Am Badar
Am Badar & Partners

Publisher
Gideon Roberton
gideon.roberton@Ibresearch.com

Subscriptions
Rachel Nurse
subscriptions@gettingthedealthrough.com

Business development managers
George Ingledew

george.ingledew@Ilbresearch.com

Alan Lee
alan.lee@lbresearch.com

Dan White
dan.white@lbresearch.com

www.gettingthedealthrough.com

THE QUEEN'S AWARDS
FOR ENTERPRISE:
2012

Research

Published by

Law Business Research Ltd

87 Lancaster Road

London, W11 1QQ, UK

Tel: +44 20 7908 1188

Fax: +44 20 7229 6910

© Law Business Research Ltd 2014
No photocopying: copyright licences do not apply.
First published 2004

11th edition

ISSN 1742-9862

The information provided in this publication is
general and may not apply in a specific situation.
Legal advice should always be sought before
taking any legal action based on the information
provided. This information is not intended to
create, nor does receipt of it constitute, a lawyer—
client relationship. The publishers and authors
accept no responsibility for any acts or omissions
contained herein. Although the information
provided is accurate as of March 2014, be advised
that this is a developing area.

Printed and distributed by ( )
Encompass Print Solutions
Tel: 0844 2480 112
e
1



CONTENTS

Italy 121

Nigeria 167

Taiwan 224

Fabrizio de Benedetti

Societa Italiana Brevetti (SIB) and
Sandro Hassan

Studio Legale SIB

Japan 129

Yasufumi Shiroyama and Makoto Ono
Anderson Mori & Tomotsune

Korea 135

Seong-Ki Kim, Yoon Suk Shin,
Eun-Young Park and Gon-Uk Huh
Lee International IP & Law Group

Macedonia 143

Valentin Pepeljugoski
Pepeljugoski Law Office

Malaysia 149

Benjamin J Thompson, Haneeta Kaur Gill
and Hannah Ariffin
Thompson Associates

Mexico 157

Eugenio Pérez and José Luis Ramos-Zurita
Uhthoff, Gomez Vega & Uhthoff, SC

Mozambique 163

Patricia Rodrigues
Raul César Ferreira (Herd) SA

Afoke Igwe and Ronke Adejugbe
Strachan Partners

Peru 173

Yulan Kuo, Hsiaoling Fan, and Charles Chen
Formosa Transnational, Attorneys at Law

Ukraine 231

Maria del Carmen Arana Courrejolles
Estudio Colmenares & Asociados

Portugal 183

Patricia Rodrigues
Raul César Ferreira (Herd) SA

Russia 189

Vadim Mikhailyuk and Anna Mikhailyuk
Mikhailyuk, Sorokolat and Partners

Singapore 196

Regina Quek
One Legal LLC

South Africa 204

Russell Bagnall
Adams & Adams

Sweden 212
Kristian Fredrikson

Delphi

Switzerland 218

Daniel Miiller and Rainer Schalch
E Blum & Co AG

Oleksandr Mamunya and
Tetyana Kudrytska
Vasil Kisil & Partners

United Kingdom 238

Nick Beckett and Jeremy Morton
CMS Cameron McKenna LLP

United States 249

Frank L Bernstein, Clifford A Ulrich and
William G James
Kenyon & Kenyon LLP

Venezuela 264

Maria M Nebreda and Carlos Pacheco
Hoet Peldez Castillo & Duque

Vietnam 270

Pham Vu Khanh Toan
Pham & Associates

Getting the Deal Through - Patents 2014



GREECE

Malamis & Associates

Greece

Alkisti-lrene Malamis
Malamis & Associates

Patent enforcement proceedings

1 Lawsuits and courts

What legal or administrative proceedings are available for enforcing
patent rights against an infringer? Are there specialised courts in
which a patent infringement lawsuit can or must be brought?

Patents are enforced in civil courts, with the introduction of a
patent infringement lawsuit or injunction action. Patent infringement
lawsuits filed after 1 January 2002 are judged by a special chamber
of the commercial law sections of the Athens and Thessaloniki First
Instance and Appeals Courts (for the whole country, depending on
the seat of the defendant). These sections are competent for com-
munity trademark disputes and design disputes in general as well.
However, injunctions are not heard by specialised judges, but by
judges that hear all types of disputes.

2 Trial format and timing
What is the format of a patent infringement trial?

A lawsuit must be filed at the competent multi-membered district
court with a document introducing the infringement claim, contain-
ing clearly and precisely all the particular facts and elements that
constitute the infringement and also describing the violated patent
right. Upon the filing of the lawsuit, a hearing date will be set. Under
current practice, a hearing date is set for approximately six to nine
months after the filing date. The parties have the possibility to pro-
ceed and settle the infringement claim out of court at any time until
the issuance of the decision and such a settlement may be certified
by the court and is enforceable. When the lawsuit is being heard, a
file with full legal arguments, evidence and up to three affidavits for
each party must be filed by both the plaintiff and the defendant 20
full days before the date of the hearing. Counterclaims and responses
to the other party’s arguments and evidence may be filed at the lat-
est on the sixteenth day before the hearing. The hearing takes place
with the oral examination of one witness for either party. Cross-
examination of the witnesses is allowed. Following this, a transcript
of the taped witnesses’ examination is available and within eight
working days of the hearing, the parties may file comments on the
arguments raised by the witnesses during the oral hearing. As evi-
dence, one may submit any kind of relevant documents, such as test
results or expert opinions. Private experts may be freely used by the
parties and are advisable in cases of complex chemical or biochemi-
cal patents. If the court considers it necessary, an interim decision
shall be issued requesting a court-appointed expert to give an opin-
ion on specific issues within a specified deadline. The disputed issues
are decided by three judges, one of which is the rapporteur. A patent
trial at first instance may typically last two to three years, while it
will take longer if a postponement is granted, which would delay
the procedure by 10 to 15 months. At second instance, a patent trial
may last 12 to 16 months. Here again, if a postponement is granted,
the procedure would be delayed for a further six to nine months.
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Where a court expert is appointed, it is expected that the pro-
cedure will be further delayed for one more year. As a general rule,
at second instance, no witnesses are heard and the court of appeal
judges the case based on the facts already presented at first instance.
However, the court of appeal may issue an interim decision request-
ing the presence of the parties and witnesses for examination. Also,
when the defendant has not been represented at first instance, the
appeal hearing becomes a full hearing and witnesses for the defend-
ant may be heard as if it were at first instance.

3 Proof requirements

What are the burdens of proof for establishing infringement, invalidity
and unenforceability of a patent?

Full proof of the circumstances and facts that substantiate the claim

is necessary. For establishing infringement, the plaintiff must prove

that there is a valid patent and how the defendant is copying the

object of the patent. For invalidity lawsuits, the plaintiff must prove

the grounds of invalidity of the patent in question. For unenforce-

ability of a patent, the party claiming such must prove any of the

following:

e the deadline for bringing the infringement lawsuit or compensa-
tion lawsuit for patent infringement has lapsed;

¢ the plaintiff has led the defendant to believe through acquies-
cence that a lawsuit would not be brought;

® use by the defendant was made for non-professional or research
purposes; or

* the patent was null.

4 Standing to sue

Who may sue for patent infringement? Under what conditions can
an accused infringer bring a lawsuit to obtain a judicial ruling or
declaration on the accusation?

The owner of the patent and any other patent right holder has the
right to sue for patent infringement. The owner of a patent appli-
cation may also sue, but the court will stay the proceedings until
the patent is granted. The exclusive licensee may also sue, provided,
however, that the patent licence is recorded at the Patent Office. A
distributor of the patented goods is not entitled to sue because he or
she has no legal rights on the patent. However, the distributor whose
business is being harmed from the infringement may intervene in
favour of the plaintiff (patent rights holder) in a lawsuit that has
already been started, and may thus become part of the proceedings.

An accused infringer has the possibility to introduce a lawsuit
for the recognition that he or she is not infringing (declaratory judg-
ment) in any case when an accusation of infringement has been
made or even before such an accusation. The decision of such a law-
suit would be enforceable only between the parties to it and would
constitute a precedent only between the parties and their successors
in title.
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5 Inducement, and contributory and multiple party infringement

To what extent can someone be liable for inducing or contributing

to patent infringement? Can multiple parties be jointly liable for
infringement if each practises only some of the elements of a patent
claim, but together they practise all the elements?

A person can be liable for inducing or contributing to patent infringe-
ment to the extent that his or her actions are substantially important
to the occurrence of the infringement. If one performs only some
of the elements or steps of a patent claim, but all together multiple
parties practise all the elements, each individual may be liable for its
contribution to the infringement, provided that the particular step
performed is an essential step.

6 Joinder of multiple defendants

Can multiple parties be joined as defendants in the same lawsuit? If
so, what are the requirements? Must all of the defendants be accused
of infringing all of the same patents?

Multiple parties may be joined as defendants in the same lawsuit.
For this, each defendant should have to contribute to the infringe-
ment of the same patent in any way, regardless of if they are related
or not. As such they may be a producer and a seller of the same
infringing items, producers of different parts of the same infringing
product or method or different, unrelated infringers of an infringed
patent. It is not necessary that the defendants are accused of infringing
the same patent, but a reasonable link needs to exist so as to give
the court grounds for allowing multiple defendants, based on the
particular facts.

7 Infringement by foreign activities

Notwithstanding the above-mentioned laws and policies, how much
discretion do the authorities have to approve or reject transactions on
national interest grounds?

Activities that take place abroad are not relevant to infringement

in Greece. However, one can thus show a pattern of actions of the
infringer, which will be useful for the plaintiff to use.

8 Infringement by equivalents

To what extent can ‘equivalents’ of the claimed subject matter be
shown to infringe?

There are no statutory provisions governing the scope of equivalents
of a patent claim. To decide a patent infringement case, according to
legal theory judges may use two approaches: either the judge tries to
ascertain the object and the general principle of the invention and
establish its field and the limits of protection of the patent, and then
tries to establish if the technical rule followed by the infringer falls
within the limits of the invention, or the judge ascertains the object
of the invention and then tries to ascertain if the infringer uses simi-
lar means to those of the infringer (in this case, the judge does not try
to establish the general principle of the invention).

The courts have taken differing positions on this issue and are
rather strict in applying the doctrine of equivalents in infringement
actions. However, if a party to a dispute presents a well-based claim
of equivalent effect, especially when the patent specification and
claims also provide a basis for protection for equivalent means and
materials, the courts may well accept such.

www.gettingthedealthrough.com

9 Discovery of evidence

What mechanisms are available for obtaining evidence from an
opponent, from third parties or from outside the country for proving
infringement, damages or invalidity?

Pretrial discovery is not permitted by Greek law. An equivalent
would be the possibility for the court to order that either of the par-
ties provide certain documents or disclose certain information to the
other party. Following the special request of one party (filed in either
the injunction or the normal procedure) the court may order that
one party provides certain documents or discloses certain informa-
tion to the other party. This request should include the reasons of
the request and a description of the specific documents requested, as
precisely as possible. However, this procedure is strict in its prereq-
uisites and also does not give the possibility to the requesting party
to inspect premises.

After the implementation of the EU Enforcement Directive, in
the pretrial phase and before the injunction action hearing or before
the court hearing in the main proceedings (a so-called normal pro-
cedure lawsuit), the plaintiff has the right to request from the court
the order to provide information on the origin and distribution net-
works of the goods or services that infringe his or her patent right.
This order can be addressed to the infringer or any other person
who:

(i) was found in possession of the infringing goods on a commercial
scale;

(ii) was found to be using the infringing services on a commercial
scale;

(iii) was found to be providing on a commercial scale services used
in infringing activities; or

(iv) was indicated by the person referred to in point (i), (i) or (iii) as
being involved in the production, manufacture or distribution of
the goods or the provision of the services.

If a court order of that type is violated by the party, then it is obliged
to pay a pecuniary penalty up to €100,000.

10 Litigation timetable

What is the typical timetable for a patent infringement lawsuit in the
trial and appellate courts?

When a lawsuit is filed, a hearing is set in approximately six to nine
months, according to current backlogs. After the hearing a decision
is expected within six to 12 months, according to current practice.
An interim decision that appoints a court expert is expected within
four to six months. After the court expert has expressed an opinion,
a new hearing will be set for final deliberation.

In the appellate courts a hearing is set three to seven months
from filing and a decision is issued within four to seven months from
the actual hearing date, according to current practice.

11 Litigation costs

What is the typical range of costs of a patent infringement lawsuit
before trial, during trial and for an appeal?

The costs of a patent infringement lawsuit before and during the
trial or the costs for an appeal would depend on the complexity of
the case and on the nature of the infringed patent rights, the extent
and time needed for elaboration, possible multiple hearings, etc.

12 Court appeals

What avenues of appeal are available following an adverse decision in
a patent infringement lawsuit?
There are two possible grounds for appeal: that the law was violated
or that the evidence was not fully and justly appreciated. Either or
both of these grounds will suffice.
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13 Competition considerations

To what extent can enforcement of a patent expose the patent owner
to liability for a competition violation, unfair competition, or a business-
related tort?

If the specific facts in a particular case may form the basis for a
competition violation, unfair competition or a business-related tort,
then it is possible that the patent holder is exposed to liability for
such a violation, irrespective of the validity of the patent.

14 Alternative dispute resolution

To what extent are alternative dispute resolution techniques available
to resolve patent disputes?

Arbitration is recognised by law as a means to resolve disputes
between private individuals or entities. Therefore, as far as the
patent infringement dispute is a dispute between individuals, it is
possible to use arbitration, namely on the issue of infringement and
compensation. Regarding invalidity, jurisprudence has considered
that this is a matter of public interest, thus, invalidity should always
be decided by a court of law and any private settlement or arbitra-
tion in this respect is not considered valid as such.

Scope and ownership of patents

15 Types of protectable inventions

Can a patent be obtained to cover any type of invention, including
software, business methods and medical procedures?

A patent can be obtained for inventions other than those that are
unpatentable by law. Software inventions are explicitly not patent-
able by law although the existence of a technical effect may assist
in patenting those aspects of a software-related invention that have
a technical effect. It is somewhat difficult to have business methods
recognised as patentable unless a technical effect can be demon-
strated. Surgery and therapeutic methods of the human or animal
body, as well as diagnostic methods applied to the human or animal
body, are also explicitly not patentable by law.

16 Patent ownership

Who owns the patent on an invention made by a company employee,
an independent contractor, multiple inventors or a joint venture? How
is patent ownership officially recorded and transferred?

If, according to the employment contract, a company employee has
as the object of his or her labour the performing of inventive activity,
the invention belongs to the employer.

If the employee has no contract on inventive activity but only
used the employer’s resources to perform the invention, the employee
must first communicate to the employer the intention to file a patent
application. The employer may then choose to be co-owner of the
invention by 40 per cent (which percentage is set by law), the other
60 per cent belonging to the employee. If the employer does not
respond within four months, the invention shall belong entirely to
the employee.

The ownership of a patent for an invention made by an inde-
pendent contractor depends on the terms of the employment
contract.

When there are multiple inventors or patent owners, the patent
rights are divided equally between all inventors, unless there is a writ-
ten agreement between the inventors deciding different percentages.

In the case of a joint venture, it is advisable that there is a written
agreement between the parties deciding on the rights to the inven-
tions that will be produced. In the absence of such a contract, the
patent rights are divided equally between the parties that provided
the inventors with the particular invention.

Patent ownership is officially recorded at the Greek Patent
Office. Transfers are recorded at the Patent Office and are valid
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towards third parties from recordal. Documents pertaining to the
recognition of inventors (when the patent owner and inventor
differ) and also patent ownership transfer documents are requested
by the Patent Office to be legalised (apostilled).

Defences

17 Patent invalidity

How and on what grounds can the validity of a patent be challenged?
Is there a special court or administrative tribunal in which to do this?

The validity of a patent can be challenged if:

* the patent owner is not one of the following: inventor, assignee,
beneficiary;

¢ the invention is not patentable (if it is lacking any of the follow-
ing: novelty, an inventive step or industrial applicability, or if its
subject matter cannot be patented by law);

e the description of the patent is insufficient, so that the invention
cannot be carried out by a person skilled in the relevant art; or

o the subject matter of the patent goes beyond the content of the
protection as claimed in the application.

The civil courts that are competent for patent infringement issues are
also competent for challenging the validity of a patent.

18 Absolute novelty requirement

Is there an ‘absolute novelty’ requirement for patentability, and if so,
are there any exceptions?

There is an absolute novelty requirement for patentability. The

exceptions are if disclosure of the invention took place within six

months before filing the patent application either:

* by an unlawful act at the expense of the applicant (breach of
confidentiality agreement); or

* by presentation of the invention in a recognised exhibition (in
which case such presentation must be stated when filing the pat-
ent application).

19 Obviousness or inventiveness test

What is the legal standard for determining whether a patent is
‘obvious’ or ‘inventive’ in view of the prior art?

If a person skilled in the art could, without much effort, come to the
same solution for the same problem based on the existing prior art,
then the patent shall not be inventive and shall be considered to be
obvious.

20 Patent unenforceability

Are there any grounds on which an otherwise valid patent can be
deemed unenforceable owing to misconduct by the inventors or the
patent owner, or for some other reason?

A patent infringement lawsuit may be denied if it is exercised in
bad faith or against common practices, or is against the social and
economic purpose of a right. This is also called an abuse of right
(article 281 of the Civil Code). According to jurisprudence, this may
be the case where a long time has elapsed while the patent owner
was aware of the infringement and did not react. The time needed
here is less than the time for the prescription of the right but there
should be additional circumstances, such as when the infringer is
made to believe that the patent owner will not assert its rights and
for this reason has entered into investments.

There are specific deadlines to file an infringement lawsuit,
namely five years from knowledge of the infringement, or of the dam-
age and of the identity of the party responsible for the infringement.

Getting the Deal Through - Patents 2014
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21 Prior user defence

Is it a defence if an accused infringer has been privately using the
accused method or device prior to the filing date or publication date
of the patent? If so, does the defence cover all types of inventions? Is
the defence limited to commercial uses?

An accused infringer can use as a defence the claim that he or she
was already exploiting or had prepared to exploit the invention as
the product of his or her intellect at the time of filing of the asserted
patent (or its priority date) and should thus be allowed to continue
to use the object of his or her intellect. However, such use may
only be for the needs of his or her enterprise and thus this right to
continue to use the invention may be transferred only together with
the business of the prior user (article 10(3) of Law 1733/1987).

Remedies

22 Monetary remedies for infringement

What monetary remedies are available against a patent infringer?
When do damages start to accrue? Do damage awards tend to be
nominal, provide fair compensation or be punitive in nature?

Under the provision that patent infringement is intentional, the

plaintiff may choose among the following monetary remedies

provided by law:

e compensation of damages (including actual losses and lost
profits and moral damages, if possible to substantiate);

e account of profits made by the infringing exploitation of the
patent; or

e the payment of an amount equal to lost royalties; this amount
needs to be substantiated and proved by the plaintiff.

Punitive damages are not granted by law, unless they are contractu-
ally agreed between plaintiff and defendant in the form of a penal
clause in a contract. The amount of damages claimed must be fully
and clearly substantiated by the plaintiff and shall be the damages
actually suffered by the plaintiff, or profits actually won by the
defendant.

Damages may be sought for the last five years before serving the
lawsuit. The accrual of interest starts from the time of serving the
lawsuit that includes the compensation claim.

Following the implementation of the EU Enforcement Directive,
compensation options and factors to be taken into account by the
judge have been specified: the patent owner must prove that there
is intention or severe negligence by the infringer in order to request
compensation. In the calculation of the damages to be awarded, the
court may either:
¢ take into account all appropriate aspects, such as the negative

economic consequences, including lost profits that the injured

party has suffered, any unfair profits made by the infringer and,
in appropriate cases, elements other than economic factors, such
as the moral prejudice or damage caused to the right holder by
the infringement; or

® it may, in appropriate cases, set the damages as a lump sum,
based on elements such as the amount of royalties or fees that
would have been due if the infringer had requested authorisa-
tion to use the intellectual property right in question.

23 Injunctions against infringement

To what extent is it possible to obtain a temporary injunction or a
final injunction against future infringement? Is an injunction effective
against the infringer’s suppliers or customers?

A temporary injunction may be obtained against future infringement
as long as imminent danger of the infringement is demonstrated.
The court deciding on an invention decides on probability. A final
injunction may be obtained only against present infringement and
full evidence of the claim must be submitted.

www.gettingthedealthrough.com

A decision is effective against third parties other than the
infringer (namely its suppliers or customers) only when it is issued
following a lawsuit directed against them, too. The decision’s effects
are intra partes.

24 Banning importation of infringing products

To what extent is it possible to block the importation of infringing
products into the country? Is there a specific tribunal or proceeding
available to accomplish this?

The importation of infringing goods may be blocked by use of
customs intervention. A request for such customs intervention may
be filed at the Greek customs authority or a single request may be
filed for the whole EU at any EU country’s competent authority
and may also cover Greece, based on the EU Customs Regulation
(Council Regulation (EC) No. 1383/2003 of 22 July 2003 concern-
ing customs actions against goods suspected of infringing certain
intellectual property rights and the measures to be taken against
goods found to have infringed such rights). It is important to note
that in the case of an EU-wide request, certain formalities need to
be performed for the customs’ intervention decision to be in force
in Greece:

® a contact person with proxy must be appointed for Greece; and
e the documents of the request with supporting annexes must be

translated into Greek.

In practice, customs authorities may proceed to block suspected
infringing goods either on their own initiative or following a specific
request by the patent owner. Then, the patent owner’s representa-
tive is invited by customs to obtain a sample of the blocked goods
and must present a written report stating whether the blocked goods
are counterfeit and the reasons for that. The reasons named may be
both technical and commercial. Then the importer and the intended
recipient of the goods are invited to state whether they agree to the
destruction of the goods. If this approval is expressed, the infringing
goods proceed to destruction. If no approval is stated, the patent
owner must proceed to the courts that are competent for patent dis-
putes and an injunction action must be issued to confirm the tempo-
rary blocking of the goods. A decision accepting a normal procedure
civil lawsuit must be issued in order for the destruction of the goods
to be ordered.

25 Attorneys’ fees

Under what conditions can a successful litigant recover costs and
attorneys’ fees?

The court usually adjudicates a nominal amount as court expenses.
In the past, there was a very specific way to request attorneys’ fees
from the other party according to law: the fees were calculated as 2
per cent of the value of the dispute for the lawsuit plus 1 per cent of
the same value for the written arguments. However, this calculation
is no longer possible due to recent changes and attorneys’ fees are
subject to agreement.

26 Wilful infringement

Are additional remedies available against a deliberate or wilful
infringer? If so, what is the test or standard to determine whether the
infringement is deliberate?

The basis for asking for compensation for a patent infringement
is that the infringement is intentional. Depending on the circum-
stances, one could ask for higher damages (namely also moral dam-
ages). Wilful infringement exists if the infringer was aware of the
effect that the infringing act would have as result the infringement
of patent rights of the rights” holder and intended to commit the
infringement. The existence of gross negligence by the infringer leads
to the same effect too.
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27 Time limits for lawsuits
What is the time limit for seeking a remedy for patent infringement?

The time limit is five years from knowledge of the infringement by
the rights owner, or from the damage and identification of the party
that is responsible for the infringement. On the other hand, an inva-
lidity lawsuit may be brought at any time during the lifetime of a
patent.

28 Patent marking

Must a patent holder mark its patented products? If so, how must the
marking be made? What are the consequences of failure to mark?
What are the consequences of false patent marking?

It is not compulsory to mark patented products. However, when pat-
ent marking is done, this should not be a false declaration regarding
the existence of a patent (or patent application). Any false declara-
tion is a criminal offence (fraud) and is punished as such by personal
detention and a fine. False patent marking may also be considered as
an act of unfair competition towards competitors and may be pros-
ecuted as such, namely, competitors may seek cease and desist of the
false patent marking and compensation for any damages therefrom,
plus they may complain and seek criminal prosecution for this.

Licensing

29 Voluntary licensing
Are there any restrictions on the contractual terms by which a patent
owner may license a patent?

There are no specific restrictions on the contractual terms for patent

licences, other than the general provisions of contractual law and
competition law.

30 Compulsory licences

Are any mechanisms available to obtain a compulsory licence to a
patent? How are the terms of such a licence determined?

The following prerequisites must all apply for a compulsory licence

to be issued with a court decision, following a relevant request to the

competent court:

 three years from the patent grant or four years from the patent
application have lapsed,;

¢ the invention has not been exploited in Greece, or if it has been,
the production of goods does not meet local demand; and

e the third party has notified the patent holder, one month before
filing the relevant request at the court, of its intention to ask for
a compulsory licence.

The patent owner has certain defences, such as arguing that there
were reasons for the non-exploitation.

Regarding the terms of the compulsory licence, such as the
amount and terms of payment of royalties and the exclusivity or
not of the licence, the law says that an opinion may be sought from
the Patent Office, which is not binding for the court. On this issue,
because the reasons for deciding on the licence terms would very
much depend on the market situation in the specific sector, it seems
more appropriate to present a documented case study instead.

Patent office proceedings

31 Patenting timetable and costs

How long does it typically take, and how much does it typically cost, to
obtain a patent?
A Greek patent application is issued usually 18 to 24 months after
its application. The official fees to be paid for filing a patent applica-
tion of 10 claims is €350 with an additional €30 per additional claim
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starting from the 11th claim onwards. Annuity fees are paid from
the third year onwards until the 20th year and the early amount for
annuities payment increases with the number of years of protection.

32 Expedited patent prosecution
Are there any procedures to expedite patent prosecution?

In a Greek national patent application, one may give up the right to
have a deadline of four months for completing irregularities in one’s
application file, thus speeding acceptance of the patent application.

33 Patent application contents

What must be disclosed or described about the invention in a

patent application? Are there any particular guidelines that should

be followed or pitfalls to avoid in deciding what to include in the

application?
The invention for which a patent is sought must have been disclosed
in a specification, in a manner enabling a specialist in the art to
perform the invention. In the description, the closest prior art must
be identified, and its shortfalls should be described with the underly-
ing problem. The invention should then be described as the way of
solving the problem. At least one example should be included in the
specification. Due care must be taken so as to disclose enough of the
invention but not too much so that the specification is not limiting
on the scope of the invention. The specification must be followed by
at least one claim, which gives the scope of the patented invention
and of the patent rights.

34 Prior art disclosure obligations
Must an inventor disclose prior art to the patent office examiner?

There is no obligation on the inventor to disclose prior art to the
patent examiner.

35 Pursuit of additional claims

May a patent applicant file one or more later applications to pursue
additional claims to an invention disclosed in its earlier filed
application? If so, what are the applicable requirements or limitations?

One or more later patent applications (called amended patents) may
be issued only when the object of the new patent is connected to at
least one claim of the main patent. Such an amended application
follows the fate of the original patent and its protection ends with
the end of protection of the original patent.

36 Patent office appeals

Is it possible to appeal an adverse decision by the patent office in a
court of law?

An adverse decision of the Patent Office, which is considered an
administrative act, may be appealed at the Supreme Administrative
Court (Council of State). However, because the Greek Patent Office
does not perform substantial examinations but only formal exami-
nations, any rejections would be for formal reasons.

37 Oppositions or protests to patents

Does the patent office provide any mechanism for opposing the grant
of a patent?

The Greek Patent Office conducts only an examination of the
formalities on patentability, and the search report is provided for
information purposes only and does not lead to the rejection of
patents. By law, invalidity of a patent may only be decided by the
civil courts. Invalidity may be sought with a separate lawsuit, the
acceptance of which has the result that the patent is invalidated with
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Update and trends

Patent infringement lawsuits, as well as court cases regarding both
patent nullity and entitlement, are being heard and decided faster
by the competent civil courts compared to a few years ago. In
addition, the quality of decisions is improving steadily.

effect against all (intra omnes). Invalidation may also be sought by
means of an objection by the defendant in infringement proceedings,
in which case the acceptance of such a claim will lead to the rejection
of the infringement lawsuit only and not to the invalidation of the
patent (intra partes effect).

38 Priority of invention

Does the patent office provide any mechanism for resolving priority
disputes between different applicants for the same invention? What
factors determine who has priority?

The first to invent has priority. If more than one person makes the

same invention independently, priority belongs to the first to file for
the invention or the first that has international priority according to

the Paris Convention. It is presumed that the applicant of a patent
application is also the inventor. Disputes between applicants for the
same invention are resolved in the civil courts.

39 Modification and re-examination of patents

Does the patent office provide procedures for modifying, re-examining
or revoking a patent? May a court amend the patent claims during a
lawsuit?

Once a patent is issued, it may be modified only with issuance of a
court decision. A court may amend the patent claims, in that it may
restrict their scope. There is no provision for the re-examination of
granted patents.

40 Patent duration
How is the duration of patent protection determined?

A patent is protected in Greece for 20 years, starting from the patent
filing day.
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